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betreffend das europaische Patent 1 133 827
(DE 698 36 767)

hat der 1. Senat (Nichtigkeitssenat) des Bundespatentgerichts auf Grund der
mundlichen Verhandlung vom 2. Oktober 2013 durch die Prasidentin Schmidt so-
wie die Richter Voit, Dr.-Ing. Scholz, Dipl.-Ing. Muller und
Dipl.-Phys. (Univ.) Bieringer

fur Recht erkannt:

I. Das europdaische Patent 1 133 827 wird mit Wirkung fur das
Hoheitsgebiet der Bundesrepublik Deutschland fir nichtig er-
klart.

Il. Die Kosten des Rechtsstreits tragt die Beklagte.

[ll. Das Urteil ist im Kostenpunkt gegen Sicherheitsleistung von
120% des zu vollstreckenden Betrages vorlaufig vollstreckbar.

Tatbestand

Die Beklagte ist eingetragene Inhaberin des auch mit Wirkung fur das Hoheitsge-
biet der Bundesrepublik Deutschland erteilten europaischen Patents EP 1 133 827
(Streitpatent), das am 16. September 1998 angemeldet worden ist. Das Streitpa-
tent ist in der Verfahrenssprache Englisch veréffentlicht und wird beim Deutschen
Patent- und Markenamt unter der Nummer 698 36 767 gefuhrt. Es betrifft ein sa-
tellitenbasiertes Personenrufsystem, bei dem die Standortiibermittlung blockierbar
ist und umfasst sechs Patentansprliche, die vollstdndig angegriffen sind. Die ne-
bengeordneten Anspriche 1 und 5 haben in der Verfahrenssprache folgenden

Wortlaut:



1.

A communication system for selectively limiting access to the
location information of a pager or call receiver (8), comprising:
(i) a pager or call receiver (8) that is able to periodically com-
municate with satellite and/or earth based communication
means to establish its location within the system for a time;

(i) callers accessing the system to receive the location of the
pager/call receiver within the system during said time;

(iif) means to provide the location of the pager/call receiver to
individual callers that have been authorized to receive the lo-
cation information of the pager/call receiver during said time;
(iv) means for activating or deactivating a location disclosure
feature for a pager/call receiver, such a feature used to al-
low/deny access to the location information of said pager/call
receiver to said individual authorized callers during said time;
(v) the system able to use said location disclosure feature of
the pager/call receiver to allow access to the location informa-
tion of said pager/call receiver to one of said individual authori-
zed callers while also being able to use said location disclosu-
re feature to deny access to another of said individual _authori-
zed callers during said time that the location of the pager/call

receiver is periodically established within the system.”

A method for selectively limiting access to the location infor-
mation of a pager or call receiver (8) in a communication sys-
tem, comprising

() periodically communicating with satellite and/or earth based
communication means to establish the location of a pager or
call receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the
location of the pager/call receiver within the system during

said time;



(iii) providing the location of the pager or call receiver to indivi-
dual callers that have been authorized to receive the location
of the pager/call receiver during said time;

(iv) specifying location disclosure feature for said pager to the
system, such a feature used to allow/deny access to the loca-
tion information of said pager/call receiver to said individual
authorized_callers during said time;

(v) using said location disclosure feature of the pager or call
receiver (8) to allow access to the location information of said
pager or call receiver (8) to one of said individual authorized
callers while also being able to use said location disclosure
feature to deny access to another of said individual_authorized
callers during said time that the location of the pager or call re-

ceiver (8) is periodically established within the system.”

In der korrigierten deutschen Ubersetzung (als DE 698 36 767 T4 am 5. Juli 2012

vom DPMA veroffentlicht) lauten die Anspriiche wie folgt:

1. Kommunikationssystem zum selektiven Beschranken von Zu-
gang zu den Standortinformationen eines Funkrufempfangers
oder Rufempfangers (8), umfassend:

() einen Funkrufempfanger oder Rufempfanger (8), der fahig
ist, periodisch mit satelliten- und/oder erdbasierten Kommuni-
kationsmitteln zu kommunizieren, um seinen Standort inner-
halb des Systems fir eine Zeit zu ermitteln;

(i) Rufer, die auf das System zugreifen, um den Standort des
Funkrufempfangers/Rufempfangers innerhalb des Systems
wéahrend der Zeit zu empfangen;

(i) Mittel zum Bereitstellen des Standorts des Funkrufempfan-
gers/Rufempfangers an individuelle Rufer, die autorisiert wor-
den sind, die Standortinformationen des Funkrufempfan-

gers/Rufempfangers wahrend der Zeit zu empfangen;



(iv) Mittel zum Aktivieren oder Deaktivieren eines Standortof-
fenlegungsmerkmals fur einen Funkrufempfanger/Rufempfan-
ger, wobei ein derartiges Merkmal verwendet wird, Zugang zu
den Standortinformationen des Funkrufempféangers/Rufemp-
fangers den individuellen autorisierten Rufern wahrend der
Zeit zu gewahren/verweigern;

(v) wobei das System fahig ist, das Standortoffenlegungs-
merkmal des Funkrufempfangers/Rufempfangers zu verwen-
den, um wahrend der Zeit, in der der Standort des Funkruf-
empfangers/Rufempfangers periodisch innerhalb des Systems
ermittelt wird, einem der individuellen autorisierten Rufer Zu-
gang zu den Standortinformationen des Funkrufempfan-
gers/Rufempfangers zu gewahren, wobei es auch fahig ist,
das Standortoffenlegungsmerkmal zu verwenden, um einem
weiteren der individuellen autorisierten Rufer den Zugang zu

verweigern.

Verfahren zum selektiven Beschréanken von Zugang zu den
Standortinformationen eines Funkrufempfangers oder Ruf-
empfangers (8) in einem Kommunikationssystem, umfassend:
() periodisches Kommunizieren mit satelliten- und/oder erdba-
sierten Kommunikationsmitteln, um den Standort eines Funk-
rufempfangers oder Rufempfangers (8) innerhalb des Systems
fur eine Zeit zu ermitteln;

(i) Rufern Zugang zu dem System geben, um in der Lage zu
sein, den Standort des Funkrufempfangers/Rufempfangers (8)
innerhalb des Systems wahrend der Zeit zu empfangen;

(i) Bereitstellen des Standorts des Funkrufempfangers oder
Rufempfangers an individuelle Rufer, die autorisiert worden
sind, den Standort des Funkrufempfangers/Rufempfangers

wahrend der Zeit zu empfangen;



Wegen des Wortlauts der weiteren, auf Anspruch 1 oder Anspruch 5 riickbezoge-
nen Patentanspriche2 bis 4 und 6 wird auf die Streitpatentschrift

(iv) Spezifizieren eines Standortoffenlegungsmerkmals fir den
Funkrufempfanger an dem System, wobei dieses Merkmal
verwendet wird, Zugang zu den Standortinformationen des
Funkrufempfangers/Rufempfangers den individuellen autori-
sierten Rufern wahrend der Zeit zu gewahren/verweigern;

(v) Verwenden des Standortoffenlegungsmerkmals des Funk-
rufempfangers oder Rufempfangers (8), um wahrend der Zeit,
in der der Standort des Funkrufempfangers oder Rufempfan-
gers (8) periodisch innerhalb des Systems ermittelt wird, ei-
nem der individuellen autorisierten Rufer Zugang zu den
Standortinformationen des Funkrufempfangers oder Rufemp-
fangers (8) zu gewahren, wobei es auch moglich ist, das
Standortoffenlegungsmerkmal zu verwenden, um einem weite-
ren der individuellen autorisierten Rufer den Zugang zu ver-

weigern.

EP 1 133 827 B1 verwiesen.

Die Klagerin behauptet, der Gegenstand des Streitpatents gehe tber den Inhalt
der ursprunglichen Anmeldung hinaus und sei auch infolge fehlender Neuheit und
fehlender erfinderischer Tatigkeit nicht patentfahig. Zur Stltzung des Vortrags

Uber die fehlende Patentfahigkeit beruft sich die Klagerin auf folgende Druckschrif-

ten und Dokumente:

D1

D2

D3

WO 98/52379 Al (zugehdrige Ubers. D1’ =
DE 698 30 709 T2)

WO 95/23478 Al (zugehorige Ubers. D2' =
DE 695 09 755 T2)

US5731785A



D4 Mike Spreitzer and Marvin Theimer, “Providing Location In-
formation in a Ubiquitous Computing Environment”, SIGOPS
'93/12/93/N.C., USA, ACM 0-89791-632-8/93/0012, Sei-
ten 270-283

NK1 Patentschrift des Streitpatents EP 1 133 827 B1

NK2 Deutsche Ubersetzung des Patents DE 698 36 767 T2

NK3 Registerauszug des DPMA

NK4 Merkmalsgliederung des Patentanspruchs 5 des Streitpa-

tents

NK5 Tabelle, welche die Merkmale des Patentanspruchs 5 mit de-
nen der urspringlich eingereichten Fassung gemaf
WO 00/016480 Al vergleichend gegenuberstellt

NK6 WO 00/016480 Al, Offenlegung der urspringlich eingereich-

ten Fassung der Anmeldung.
Die Klagerin beantragt,
das européaische Patent EP 1 133 827 mit Wirkung fir das Ho-

heitsgebiet der Bundesrepublik Deutschland fir nichtig zu erkla-

ren.



Die Beklagte beantragt,

die Klage abzuweisen,

hilfsweise mit der MalRRgabe, dass das Streitpatent die Fassung
gemald dem in der mundlichen Verhandlung tberreichten 1. Hilfs-
antrag (BIl. 342 d. A.) erhalt (1. Hilfsantrag):

.1 A paging communication system for selectively limiting access to
the location information of a pager or call receiver (8), comprising:
(i) a pager or call receiver (8) that is able to periodically communi-
cate with satellite and/or earth based communication means to
establish its location within the system for a time;

(i) callers accessing the system to receive the location of the
pager/call receiver within the system during said time;

(iii) means to authorize a caller by detecting a location disclosure
code in a request submitted by the caller when accessing the sys-
tem;

(iv) means to provide the location of the pager/call receiver to in-
dividual callers that have been authorized to receive the location
information of the pager/call receiver during said time;

(v) means for activating or deactivating a location disclosure fea-
ture for a pager/call receiver, such a feature used to allow/deny
access to the location information of said pager/call receiver to
said individual authorized callers during said time;

(vi) the system able to use said location disclosure feature of the
pager/call receiver to allow access to the location information of
said pager/call receiver to one of said individual authorized callers
while also being able to use said location disclosure feature to
deny access to another of said individual_authorized callers du-
ring said time that the location of the pager/call receiver is periodi-

cally established within the system.

2. The system of claim 1, wherein the location of the call receiver or
pager (8) always is disclosed in emergency circumstances and

when required for operational use by the system.



The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

The system of claim 1 also comprising means to authorize a cal-
ler to be able to access the location information of said pager or

call receiver within the system.

A method for selectively limiting access to the location information
of a pager or call receiver (8) in a paging communication system,
comprising:

(i) periodically communicating with satellite and/or earth based
communication means to establish the location of a pager or call
receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the lo-
cation of the pager/call receiver within the system during said
time;

(iii) authorizing a caller by detecting a location diclosure code in a
request submitted by the caller when accessing the system;

(iv) providing the location of the pager or call receiver to individual
callers that have been authorized to receive the location of the
pager/call receiver during said time;

(v) specifying location disclosure feature for said pager/call recei-
ver to the system, such a feature used to allow/deny access to
the location information of said pager/call receiver to said indivi-
dual authorized_callers during said time;

(vi) using said location disclosure feature of the pager or call re-
ceiver (8) to allow access to the location information of said pager
or call receiver (8) to one of said individual authorized callers
while also being able to use said location disclosure feature to de-
ny access to another of said individual_authorized callers during
said time that the location of the pager or call receiver (8) is perio-

dically established within the system.
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6. The method of claim 5 further comprising disclosing the location
of the call receiver or pager (8) in emergency circumstances and
when required for operational use by the system.

The feature “the system able to use said location disclosure featu-
re of the pager/call receiver to allow access to the location infor-
mation of said pager/call receiver to one of said individual autho-
rized callers while also being able to use said location disclosure
feature to deny access to another of said individual authorized
callers during said time that the location of the pager/call receiver
is periodically established within the system” of claim 1, and

the feature “using said location disclosure feature of the pager or
call receiver (8) to allow access to the location information of said
pager or call receiver (8) to one of said individual authorized cal-
lers while also being able to use said location disclosure feature
to deny access to another of said individual authorized callers du-
ring said time that the location of the pager or call receiver (8) is

periodically established within the system* of claim 5

are inadmissibly amended and no rights can be derived from
these features.”

weiter hilfsweise mit der MalRgabe, dass das Streitpatent die Fas-
sung gemall dem in der mundlichen Verhandlung Uberreichten
2. Hilfsantrag (BIl. 343 d. A.) erhalt (2. Hilfsantrag),

.1 A satellite paging communication system for selectively limiting
access to the location information of a pager or call receiver (8),
comprising:

(i) a pager or call receiver (8) that is able to periodically communi-
cate with satellite and/or earth based communication means to
establish its location within the system for a time;

(ii) callers accessing the system to receive the location of the pa-

ger/call receiver within the system during said time;



11 -

(iii) means to authorize a caller by detecting a location disclosure
code in a request submitted by the caller when accessing the sys-
tem;

(iv) means to provide the location of the pager/call receiver to in-
dividual callers that have been authorized to receive the location
information of the pager/call receiver during said time;

(v) means for activating or deactivating a location disclosure fea-
ture for a pager/call receiver, such a feature used to allow/deny
access to the location information of said pager/call receiver to
said individual authorized callers during said time;

(vi) the system able to use said location disclosure feature of the
pager/call receiver to allow access to the location information of
said pager/call receiver to one of said individual authorized callers
while also being able to use said location disclosure feature to de-
ny access to another of said individual_authorized callers during
said time that the location of the pager/call receiver is periodically

established within the system.

The system of claim 1, wherein the location of the call receiver or
pager (8) always is disclosed in emergency circumstances and

when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

The system of claim 1 also comprising means to authorize a cal-
ler to be able to access the location information of said pager or

call receiver within the system.
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5. A method for selectively limiting access to the location information
of a pager or call receiver (8) in a satellite paging communication
system, comprising:

(i) periodically communicating with satellite and/or earth based
communication means to establish the location of a pager or call
receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the lo-
cation of the pager/call receiver within the system during said
time;

(iii) authorizing a caller by detecting a location diclosure code in a
request submitted by the caller when accessing the system;

(iv) providing the location of the pager or call receiver to individual
callers that have been authorized to receive the location of the
pager/call receiver during said time;

(v) specifying location disclosure feature for said pager/call recei-
ver to the system, such a feature used to allow/deny access to
the location information of said pager/call receiver to said indivi-
dual authorized_callers during said time;

(vi) using said location disclosure feature of the pager or call re-
ceiver (8) to allow access to the location information of said pager
or call receiver (8) to one of said individual authorized callers
while also being able to use said location disclosure feature to de-
ny access to another of said individual_authorized callers during
said time that the location of the pager or call receiver (8) is perio-

dically established within the system.

6. The method of claim 5 further comprising disclosing the location
of the call receiver or pager (8) in emergency circumstances and

when required for operational use by the system.

The feature “the system able to use said location disclosure feature of
the pager/call receiver to allow access to the location information of
said pager/call receiver to one of said individual authorized callers
while also being able to use said location disclosure feature to deny
access to another of said individual authorized callers during said time
that the location of the pager/call receiver is periodically established

within the system* of claim 1, and
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the feature “using said location disclosure feature of the pager or call
receiver (8) to allow access to the location information of said pager or
call receiver (8) to one of said individual authorized callers while also
being able to use said location disclosure feature to deny access to
another of said individual _authorized callers during said time that the
location of the pager or call receiver (8) is periodically established

within the system* of claim 5

are inadmissibly amended and no rights can be derived from these

features.”

weiter hilfsweise mit der MalRgabe, dass das Streitpatent folgende
Fassung erhalt (1. Hilfsantrag [alt] vom 22. Juli 2013 BI. 261
d. A):

.L A communication system for selectively limiting access to the glo-
bal position information of a pager or call receiver (8), including a
network for paging the pager/call receiver, the communication
system comprising:

(i) a pager or call receiver (8) that is able to periodically communi-
cate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(ii) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iif) means to provide the global position of the pager/call receiver
to individual callers that have been authorized to receive the glo-
bal position information of the pager/call receiver during said time;
(iv) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver, such a feature used to al-
low/deny access to the global position information of said pa-
ger/call receiver to said individual authorized callers during said
time;

(v) the system able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-
mation of said pager/call receiver to one of said individual authori-
zed callers while also being able to use said positioning disclosu-

re feature to deny access to another of said individual authorized



-14 -

callers during said time that the global position of the pager/call

receiver is periodically established within the system.

The system of claim 1, wherein the global position of the call re-
ceiver or pager (8) always is disclosed in emergency circumstan-

ces and when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

The system of claim 1 also comprising means to authorize a caller
to be able to access the global position information of said pager

or call receiver within the system.

A method for selectively limiting access to the global position in-
formation of a pager or call receiver (8) in a communication sys-
tem including a network for paging the pager/call receiver, compri-
sing:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(ii) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during
said time;

(i) providing the global position of the pager or call receiver to in-
dividual callers that have been authorized to receive the global
position of the pager/call receiver during said time;

(iv) specifying a positioning disclosure feature for said pager/call
receiver to the system, such a feature used to allow/deny access
to the global position information of said pager/call receiver to

said individual authorized callers during said time;
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(v) using said positioning disclosure feature of the pager or call re-
ceiver (8) to allow access to the global position information of said
pager or call receiver (8) to one of said individual authorized cal-
lers while also being able to use said positioning disclosure featu-
re to deny access to another of said individual authorized callers
during said time that the global position of the pager or call recei-

ver (8) is periodically established within the system.

6. The method of claim 5 further comprising disclosing the global po-
sition of the call receiver or pager (8) in emergency circumstances

and when required for operational use by the system.

weiter hilfsweise mit der MalRgabe, dass das Streitpatent folgende
Fassung erhalt (2. Hilfsantrag [alt] vom 22.Juli 2013
Bl. 262 d. A.):

.l A paging communication system for selectively limiting access to
the global position information of a pager or call receiver (8), com-
prising:

(i) a pager or call receiver (8) that is able to periodically communi-
cate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(i) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iii) means to determine that a caller has submitted a request for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(iv) means to provide the global position of the pager/call receiver
to callers that have been authorized to request the global position
information of the pager/call receiver during said time;

(v) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver, such a feature used to al-
low/deny access to the global position information of said pa-
ger/call receiver to said authorized callers during said time;

(vi) the system able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-

mation of said pager/call receiver to one of said authorized callers
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while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager/call receiver is periodically

established within the system.

The system of claim 1, wherein the global position of the call re-
ceiver or pager (8) always is disclosed in emergency circumstan-

ces and when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

A method for selectively limiting access to the global position in-
formation of a pager or call receiver (8) in a paging communica-
tion system, comprising:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during
said time;

(iii) determining that a caller has submitted a request message for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(iv) providing the global position of the pager or call receiver to
callers that have been authorized to request the global position of
the pager/call receiver during said time;

(v) specifying a positioning disclosure feature for said pager/call
receiver to the system, such a feature used to allow/deny access
to the global position information of said pager/call receiver to

said authorized callers during said time;
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(vi) using said positioning disclosure feature of the pager or call
receiver (8) to allow access to the global position information of
said pager or call receiver (8) to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager or call receiver (8) is periodi-
cally established within the system.

5.  The method of claim 4 further comprising disclosing the global po-
sition of the call receiver or pager (8) in emergency circumstances

and when required for operational use by the system.”

weiter hilfsweise mit der MalRgabe, dass das Streitpatent folgende
Fassung erhalt (3. Hilfsantrag vom 22. Juli 2013 Bl. 263 d. A.):

»L. A paging communication system for selectively limiting access to
the global position information of a pager or call receiver (8), com-
prising:

(i) a pager or call receiver (8) that is able to periodically communi-
cate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(i) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iif) means to determine that a caller has submitted a request for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(iv) means to provide the global position of the pager/call receiver
to callers that have been authorized to request the global position
information of the pager/call receiver during said time;

(v) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver, such a feature used to al-
low/deny access to the global position information of said pa-
ger/call receiver to said authorized callers during said time,
wherein the global position of the pager/call receiver can be obtai-
ned in the case that the positioning disclosure feature is deactiva-
ted;
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(vi) the system able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-
mation of said pager/call receiver to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager/call receiver is periodically

established within the system.

The system of claim 1, wherein the global position of the call re-
ceiver or pager (8) always is disclosed in emergency circumstan-

ces and when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

A method for selectively limiting access to the global position in-
formation of a pager or call receiver (8) in a paging communica-
tion system, comprising:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(ii) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during
said time;

(iii) determining that a caller has submitted a request message for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(iv) providing the global position of the pager or call receiver to
callers that have been authorized to request the global position of
the pager/call receiver during said time;

(v) specifying a positioning disclosure feature for said pager/call
receiver to the system, such a feature used to allow/deny access

to the global position information of said pager/call receiver to



-19 -

said authorized callers during said time, wherein the global posi-
tion of the pager/call receiver can be obtained in the case that the
positioning disclosure feature is deactivated;

(vi) using said positioning disclosure feature of the pager or call
receiver (8) to allow access to the global position information of
said pager or call receiver (8) to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager or call receiver (8) is periodi-

cally established within the system.

5.  The method of claim 4 further comprising disclosing the global po-
sition of the call receiver or pager (8) in emergency circumstances

and when required for operational use by the system.*

weiter hilfsweise mit der MalRgabe, dass das Streitpatent folgende
Fassung erhélt (4. Hilfsantrag vom 22. Juli 2013 Bl. 264 d. A.):

.l A paging communication system for selectively limiting access to
the global position information of a pager or call receiver (8), com-
prising:

(i) a pager or call receiver (8) that is able to periodically communi-
cate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(i) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iii) means to determine that a caller has submitted a request for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(iv) means to provide the global position of the pager/call receiver
to callers that have been authorized to request the global position
information of the pager/call receiver during said time;

(v) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver, such a feature used to allow/de-
ny access to the global position information of said pager/call re-

ceiver to said authorized callers during said time, wherein the glo-
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bal position of the pager/call receiver can be obtained in the case
that the positioning disclosure feature is deactivated,;

(vi) the system able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-
mation of said pager/call receiver to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager/call receiver is periodically
established within the system by establishing whether the positio-
ning disclosure feature is activated or deactivated for the request
received from the caller, wherein the global position information is
provided to a caller in the case that the positioning disclosure fea-
ture is activated for the request received from the caller and wher-
ein the caller is notified with an appropriate message in the case
that the positioning disclosure feature is deactivated for the re-

guest received from the caller.

The system of claim 1, wherein the global position of the call re-
ceiver or pager (8) always is disclosed in emergency circumstan-

ces and when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

A method for selectively limiting access to the global position in-
formation of a pager or call receiver (8) in a paging communica-
tion system, comprising:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(ii) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during

said time;
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(ii) determining that a caller has submitted a request message for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(iv) providing the global position of the pager or call receiver to
callers that have been authorized to request the global position of
the pager/call receiver during said time;

(v) specifying a positioning disclosure feature for said pager/call
receiver to the system, such a feature used to allow/deny access
to the global position information of said pager/call receiver to
said authorized callers during said time, wherein the global posi-
tion of the pager/call receiver can be obtained in the case that the
positioning disclosure feature is deactivated;

(vi) using said positioning disclosure feature of the pager or call
receiver (8) to allow access to the global position information of
said pager or call receiver (8) to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager or call receiver (8) is periodi-
cally established within the system by establishing whether the
positioning disclosure feature is activated or deactivated for the
request received from the caller, wherein the global position infor-
mation is provided to a caller in the case that the positioning dis-
closure feature is activated for the request received from the cal-
ler and wherein the caller is notified with an appropriate message
in the case that the positioning disclosure feature is deactivated

for the request received from the caller.

The method of claim 4 further comprising disclosing the global po-
sition of the call receiver or pager (8) in emergency circumstances

and when required for operational use by the system.”
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weiter hilfsweise mit der Mal3gabe, dass das Streitpatent folgende
Fassung erhélt (5. Hilfsantrag vom 22. Juli 2013 BIl. 265 d. A.):

»L. A paging communication system for selectively limiting access to
the global position information of a pager or call receiver (8), com-
prising:

(i) a control station (6) to effectively control the activities af the pa-
ging communication system;

(il) a pager or call receiver (8) that is able to periodically commu-
nicate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(iii) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iv) means to determine that a caller has submitted a request for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(v) means to provide the global position of the pager/call receiver
to callers that have been authorized to request the global position
information of the pager/call receiver during said time;

(vi) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver, such a feature used to allow/de-
ny access to the global position information of said pager/call re-
ceiver to said authorized callers during said time, wherein the glo-
bal position of the pager/call receiver can be obtained in the case
that the positioning disclosure feature is deactivated, wherein the
positioning disclosure feature is stored in a data library;

(vii) the system able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-
mation of said pager/call receiver to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager/call receiver is periodically
established within the system by establishing whether the positio-
ning disclosure feature is activated or deactivated for the request
received from the caller, wherein the global position information is
provided to a caller in the case that the positioning disclosure fea-

ture is activated for the request received from the caller and wher-
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ein the caller is notified with an appropriate message in the case
that the positioning disclosure feature is deactivated for the re-

guest received from the caller.

The system of claim 1, wherein the global position of the call re-
ceiver or pager (8) always is disclosed in emergency circumstan-

ces and when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

A method for selectively limiting access to the global position in-
formation of a pager or call receiver (8) in a paging communica-
tion system having a control station (6) to effectively control the
activities of the paging communication system, comprising:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during
said time;

(iii) determining that a caller has submitted a request message for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(iv) providing the global position of the pager or call receiver to
callers that have been authorized to request the global position of
the pager/call receiver during said time;

(v) specifying a positioning disclosure feature for said pager/call
receiver to the system, such a feature used to allow/deny access
to the global position information of said pager/call receiver to
said authorized callers during said time, wherein the global posi-

tion of the pager/call receiver can be obtained in the case that the
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positioning disclosure feature is deactivated, wherein the position-
ning disclosure feature is stored in a data library;

(vi) using said positioning disclosure feature of the pager or call
receiver (8) to allow access to the global position information of
said pager or call receiver (8) to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager or call receiver (8) is periodi-
cally established within the system by establishing whether the
positioning disclosure feature is activated or deactivated for the
request received from the caller, wherein the global position infor-
mation is provided to a caller in the case that the positioning dis-
closure feature is activated for the request received from the cal-
ler and wherein the caller is notified with an appropriate message
in the case that the positioning disclosure feature is deactivated

for the request received from the caller.

5. The method of claim 4 further comprising disclosing the global po-
sition of the call receiver or pager (8) in emergency circumstances

and when required for operational use by the system.”

weiter hilfsweise mit der MalRgabe, dass das Streitpatent folgende
Fassung erhalt (6. Hilfsantrag vom 22. Juli 2013 Bl. 266 d. A.):

.1l A satellite paging communication system for selectively limiting
access to the global position information of a pager or call recei-
ver (8), comprising:

(i) a control station (6) to effectively control the activities af the pa-
ging communication system;

(ii) a pager or call receiver (8) that is able to periodically commu-
nicate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(iii) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iv) means to determine that a caller has submitted a request for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case

that a code required is not detected;
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(v) means to provide the global position of the pager/call receiver
to callers that have been authorized to request the global position
information of the pager/call receiver during said time;

(vi) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver, such a feature used to al-
low/deny access to the global position information of said pa-
ger/call receiver to said authorized callers during said time, wher-
ein the global position of the pager/call receiver can be obtained
in the case that the positioning disclosure feature is deactivated,
wherein the positioning disclosure feature is stored in a data li-
brary;

(vii) the system able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-
mation of said pager/call receiver to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager/call receiver is periodically
established within the system by establishing whether the positio-
ning disclosure feature is activated or deactivated for the request
received from the caller, wherein the global position information is
provided to a caller in the case that the positioning disclosure fea-
ture is activated for the request received from the caller and wher-
ein the caller is notified with an appropriate message in the case
that the positioning disclosure feature is deactivated for the re-

guest received from the caller.

The system of claim 1, wherein the global position of the call re-
ceiver or pager (8) always is disclosed in emergency circumstan-

ces and when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.
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A method for selectively limiting access to the global position in-
formation of a pager or call receiver (8) in a paging communica-
tion system having a control station (6) to effectively control the
activities of the satellite paging communication system, compri-
sing:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during
said time;

(i) determining that a caller has submitted a request message for
the global position information of the pager/call receiver, wherein
the caller is notified that the request is not authorized in the case
that a code required is not detected;

(iv) providing the global position of the pager or call receiver to
callers that have been authorized to request the global position of
the pager/call receiver during said time;

(v) specifying a positioning disclosure feature for said pager/call
receiver to the system, such a feature used to allow/deny access
to the global position information of said pager/call receiver to
said authorized callers during said time, wherein the global posi-
tion of the pager/call receiver can be obtained in the case that the
positioning disclosure feature is deactivated, wherein the positio-
ning disclosure feature is stored in a data library;

(vi) using said positioning disclosure feature of the pager or call
receiver (8) to allow access to the global position information of
said pager or call receiver (8) to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager or call receiver (8) is periodi-
cally established within the system by establishing whether the
positioning disclosure feature is activated or deactivated for the
request received from the caller, wherein the global position infor-
mation is provided to a caller in the case that the positioning dis-
closure feature is activated for the request received from the cal-
ler and wherein the caller is notified with an appropriate message
in the case that the positioning disclosure feature is deactivated

for the request received from the caller.
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5. The method of claim 4 further comprising disclosing the global po-
sition of the call receiver or pager (8) in emergency circumstances

and when required for operational use by the system.”

weiter hilfsweise mit der Mal3gabe, dass das Streitpatent folgende
Fassung erhélt (7. Hilfsantrag vom 22. Juli 2013 Bl. 267 d. A.):

.1l A satellite paging communication system for selectively limiting
access to the global position information of a pager or call recei-
ver (8), comprising:

(i) a control station (6) to effectively control the activities of the pa-
ging communication system;

(i) a pager or call receiver (8) that is able to periodically commu-
nicate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(iii) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iv) means to determine that a caller has submitted a request for
the global position information of the pager/call receiver and to
authorize the caller to be able to access the global position infor-
mation of said pager or call receiver within the system during said
time, wherein the caller is notified that the request is not authori-
zed in the case that a positioning disclosure code required is not
detected for the request received from the caller;

(v) means to provide the global position of the pager/call receiver
to callers that have been authorized to request the global position
information of the pager/call receiver during said time;

(vi) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver, such a feature used to al-
low/deny access to the global position information of said pa-
ger/call receiver to said authorized callers during said time, wher-
ein the global position of the pager/call receiver can be obtained
in the case that the positioning disclosure feature is deactivated,
wherein the positioning disclosure feature is stored in a data li-
brary;

(vii) the system able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-

mation of said pager/call receiver to one of said authorized callers
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while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager/call receiver is periodically
established within the system by establishing whether the positio-
ning disclosure feature is activated or deactivated for the request
received from the caller, wherein the global position information is
provided to a caller in the case that the positioning disclosure fea-
ture is activated for the request received from the caller and wher-
ein the caller is notified with an appropriate message in the case
that the positioning disclosure feature is deactivated for the re-

quest received from the caller.

The system of claim 1, wherein the global position of the call re-
ceiver or pager (8) always is disclosed in emergency circumstan-
ces and when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

A method for selectively limiting access to the global position in-
formation of a pager or call

receiver (8) in a paging communication system having a control
station (6) to effectively control the activities of the satellite paging
communication system, comprising:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during
said time;

(iii) determining that a caller has submitted a request message for
the global position information of the pager/call receiver and au-
thorizing the caller to be able to access the global position infor-

mation of said pager or call receiver within the system during said
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time, wherein the caller is notified that the request is not authori-
zed in the case that a positioning disclosure code required is not
detected for the request received from the caller;

(iv) providing the global position of the pager or call receiver to
callers that have been authorized to request the global position of
the pager/call receiver during said time;

(v) specifying a positioning disclosure feature for said pager/call
receiver to the system, such a feature used to allow/deny access
to the global position information of said pager/call receiver to
said authorized callers during said time, wherein the global posi-
tion of the pager/call receiver can be obtained in the case that the
positioning disclosure feature is deactivated, wherein the positio-
ning disclosure feature is stored in a data library;

(vi) using said positioning disclosure feature of the pager or call
receiver (8) to allow access to the global position information of
said pager or call receiver (8) to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager or call receiver (8) is periodi-
cally established within the system by establishing whether the
positioning disclosure feature is activated or deactivated for the
request received from the caller, wherein the global position infor-
mation is provided to a caller in the case that the positioning dis-
closure feature is activated for the request received from the cal-
ler and wherein the caller is notified with an appropriate message
in the case that the positioning disclosure feature is deactivated

for the request received from the caller.

The method of claim 4 further comprising disclosing the global po-
sition of the call receiver or pager (8) in emergency circumstances

and when required for operational use by the system.*
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weiter hilfsweise mit der Mal3gabe, dass das Streitpatent folgende
Fassung erhélt (8. Hilfsantrag vom 22. Juli 2013 BIl. 268 d. A.):

»L A satellite paging communication system for selectively limiting
access to the global position information of a pager or call recei-
ver (8), comprising:

(i) a control station (6) to effectively control the activities of the pa-
ging communication system;

(i) a pager or call receiver (8) that is able to periodically commu-
nicate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(iii) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iv) means to determine that a caller has submitted a request for
the global position information of the pager/call receiver and to
authorize the caller to be able to access the global position infor-
mation of said pager or call receiver within the system during said
time, wherein the caller is notified that the request is not authori-
zed in the case that a pager/call receiver specific positioning dis-
closure code required is not detected for the request received
from the caller;

(v) means to provide the global position of the pager/call receiver
to callers that have been authorized to request the global position
information of the pager/call receiver during said time;

(vi) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver, such a feature used to al-
low/deny access to the global position information of said pa-
ger/call receiver to said authorized callers during said time, wher-
ein the global position of the pager/call receiver can be obtained
in the case that the positioning disclosure feature is deactivated,
wherein the positioning disclosure feature is stored in a data li-
brary;

(vii) the system able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-
mation of said pager/call receiver to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time

that the global position of the pager/call receiver is periodically
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established within the system by establishing from the data library
whether the positioning disclosure feature is activated or deacti-
vated for the request received from the caller, wherein the global
position information is provided to a caller in the case that the po-
sitioning disclosure feature is activated for the request received
from the caller and wherein the caller is notified with an appropria-
te message in the case that the positioning disclosure feature is

deactivated for the request received from the caller.

The system of claim 1, wherein the global position of the call re-
ceiver or pager (8) always is disclosed in emergency circumstan-

ces and when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

A method for selectively limiting access to the global position in-
formation of a pager or call receiver (8) in a paging communica-
tion system having a control station (6) to effectively control the
activities of the satellite paging communication system, compri-
sing:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during
said time;

(iii) determining that a caller has submitted a request message for
the global position information of the pager/call receiver and au-
thorizing the caller to be able to access the global position infor-
mation of said pager or call receiver within the system during said
time, wherein the caller is notified that the request is not authori-

zed in the case that a pager/call receiver specific positioning dis-
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closure code required is not detected for the request received
from the caller;

(iv) providing the global position of the pager or call receiver to
callers that have been authorized to request the global position of
the pager/call receiver during said time;

(v) specifying a positioning disclosure feature for said pager/call
receiver to the system, such a feature used to allow/deny access
to the global position information of said pager/call receiver to
said authorized callers during said time, wherein the global posi-
tion of the pager/call receiver can be obtained in the case that the
positioning disclosure feature is deactivated, wherein the positio-
ning disclosure feature is stored in a data library;

(vi) using said positioning disclosure feature of the pager or call
receiver (8) to allow access to the global position information of
said pager or call receiver (8) to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager or call receiver (8) is periodi-
cally established within the system by establishing from the data
library whether the positioning disclosure feature is activated or
deactivated for the request received from the caller, wherein the
global position information is provided to a caller in the case that
the positioning disclosure feature is activated for the request re-
ceived from the caller and wherein the caller is notified with an
appropriate message in the case that the positioning disclosure

feature is deactivated for the request received from the caller.

The method of claim 4 further comprising disclosing the global po-
sition of the call receiver or pager (8) in emergency circumstances

and when required for operational use by the system.”
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und hilfsweise mit der Mal3gabe, dass das Streitpatent folgende
Fassung erhélt (9. Hilfsantrag vom 22. Juli 2013 BIl. 269 d. A.):

»L A satellite paging communication system for selectively limiting
access to the global position information of a pager or call recei-
ver (8), comprising:

(i) a control station (6) to effectively control the activities of the pa-
ging communication system;

(il) a pager or call receiver (8) that is able to periodically commu-
nicate with satellite and/or earth based communication means to
establish its global position within the system for a time;

(iii) callers accessing the system to receive the global position of
the pager/call receiver within the system during said time;

(iv) the control station configured to determine that a caller has
submitted a request message for the global position information
of the pager/call receiver and to authorize the caller to be able to
access the global position information of said pager or call recei-
ver within the system during said time, wherein the caller is imme-
diately notified that the request is not authorized in the case that a
pager/call receiver specific positioning disclosure code required is
not detected for the request message received from the caller;

(v) means to provide the global position of the pager/call receiver
to callers that have been authorized to request the global position
information of the pager/call receiver during said time;

(vi) means for activating or deactivating a positioning disclosure
feature for a pager/call receiver by transmitting specific informa-
tion to the system, such a feature used to allow/deny access to
the global position information of said pager/call receiver to said
authorized callers during said time, wherein the global position of
the pager/call receiver can be obtained in the case that the posi-
tioning disclosure feature is deactivated, wherein the positioning
disclosure feature and the positioning disclosure code are stored
in a data library of the control station;

(vii) the control station being able to use said positioning disclosu-
re feature of the pager/call receiver to allow access to the global
position information of said pager/call receiver to one of said au-
thorized callers while also being able to use said positioning dis-

closure feature to deny access to another of said authorized cal-
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lers during said time that the global position of the pager/call re-
ceiver is periodically established within the system by establishing
from the data library whether the positioning disclosure feature is
activated or deactivated for the request received from the caller,
wherein the global position information is provided to a caller in
the case that the positioning disclosure feature is activated for the
request received from the caller and wherein the caller is imme-
diately notified with an appropriate message in the case that the
positioning disclosure feature is deactivated for the request recei-
ved from the caller, wherein the global position of the call receiver
or pager (8) always is disclosed in emergency circumstances and

when required for operational use by the system.

The system of claim 1 the call receiver/pager (8) being able to
communicate with satellite and terrestrial transmitters, said pa-
ger/call receiver (8) further comprising:

connecting means (102) to connect satellite signals to satellite re-
ceiving means (103) and terrestrial signals to a terrestrial recei-
ving means (104); and storage means (107) to hold cither data

from the satellite or terrestrial receiving means for later retrieval.

A method for selectively limiting access to the global position in-
formation of a pager or call receiver (8) in a paging communica-
tion system having a control station (6) to effectively control the
activities of the satellite paging communication system, compri-
sing:

(i) periodically communicating with satellite and/or earth based
communication means to establish the global position of a pager
or call receiver (8) within the system for a time;

(i) giving callers access to the system to be able to receive the
global position of the pager/call receiver within the system during
said time;

(iii) the control station determining that a caller has submitted a
request message for the global position information of the pa-
ger/call receiver and authorizing the caller to be able to access
the global position information of said pager or call receiver within
the system during said time, wherein the caller is immediately no-

tified that the request is not authorized in the case that a pa-
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ger/call receiver specific positioning disclosure code required is
not detected for the request message received from the caller;

(iv) providing the global position of the pager or call receiver to
callers that have been authorized to request the global position of
the pager/call receiver during said time;

(v) specifying a positioning disclosure feature for said pager/call
receiver to the system by transmitting specific information to the
system, such a feature used to allow/deny access to the global
position information of said pager/call receiver to said authorized
callers during said time, wherein the global position of the pa-
ger/call receiver can be obtained in the case that the positioning
disclosure feature is deactivated, wherein the positioning disclo-
sure feature and the positioning disclosure code are stored in a
data library of the control Station;

(vi) using said positioning disclosure feature of the pager or call
receiver (8) to allow access to the global position information of
said pager or call receiver (8) to one of said authorized callers
while also being able to use said positioning disclosure feature to
deny access to another of said authorized callers during said time
that the global position of the pager or call receiver (8) is periodi-
cally established within the system by establishing from the data
library whether the positioning disclosure feature is activated or
deactivated for the request received from the caller, wherein the
global position information is provided to a caller in the case that
the positioning disclosure feature is activated for the request re-
ceived from the caller and wherein the caller is immediately noti-
fied with an appropriate message in the case that the positioning
disclosure feature is deactivated for the request received from the
caller, further comprising disclosing the global position of the call
receiver or pager (8) in emergency circumstances and when re-

quired for operational use by the system.”
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Die Beklagte widerspricht dem Vorbringen der Klagerin und stitzt ihre Argumenta-

tion durch folgende Dokumente:

MFG1 Korrigierte Ubersetzung des Streitpatents

MFG2 Merkmalsgliederung der Patentanspriche 5 und 1

MFG3 Erwiderung des Mitanmelders auf den Prifungsbescheid

des Europaischen Patentamtes vom 15. Juli 2005.

Im Ubrigen bestreitet sie die unzulassige Erweiterung und die fehlende Patentfa-
higkeit und halt das Streitpatent wenigstens in einer der hilfsweise verteidigten

Fassungen fur bestandsfahig.

Der zunédchst ebenfalls in mindlicher Verhandlung Ubergebene Hilfsantrag
(Bl. 341 d. A.) wird nicht mehr aufrechterhalten. Insoweit wird auf die Sitzungsnie-

derschrift Bezug genommen.

Die Beklagte hatte einen Kostenbeginstigungsantrag gestellt, der mit in der mind-
lichen Verhandlung verkindetem Beschluss zurtick gewiesen wurde. Insoweit wird

auf die Niederschrift Uber die miindliche Verhandlung Bezug genommen.
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Entscheidungsgriinde

Die zuldssige Klage ist begrindet und fuhrt zur Nichtigerklarung des Streitpatents.
Ausgehend vom Inhalt der wurspringlichen Anmeldung, verdffentlicht mit
WO 00/16480 Al (NK®6), geht der Gegenstand des Streitpatents sowohl in der er-
teilten Fassung als auch in jeder hilfsweise verteidigten Fassung Uber den Inhalt
dieser urspriinglichen Anmeldung hinaus, Art. Il § 6 Abs. 1 Nr. 3 IntPatUG i. V. m.
Art. 138 Abs. 1 Buchst. c) EPU.

Die von der Beklagten zu den jeweiligen Fassungen der Patentanspriche 1 und 5
nach Hilfsantragen 1 und 2 abgegebenen Beschrankungserklarungen (Disclaimer)
kénnen dabei den Nichtigkeitsgrund der unzuldssigen Erweiterung des Patentge-
genstands gegenuber der urspringlichen Anmeldung nicht beseitigen, weil durch
die unzulassige Erweiterung an die Stelle der angemeldeten Erfindung eine im pa-

tentrechtlichen Sinne ,andere” (Aliud) gesetzt wurde.

Daher kam es auf den weiteren Nichtigkeitsgrund fehlender Patentfahigkeit geman
Art. 11 § 6 Abs. 1 Nr. 1 IntPatUG i. V. m. Art. 138 Abs. 1 Buchst. a) EPU nicht mehr
entscheidungserheblich an.

1. Das in der Verfahrenssprache Englisch abgefasste Streitpatent, umfassend
6 Patentanspriiche, von denen die Patentanspriiche 1 und 5 einander nebenge-
ordnet sind, betrifft ausweislich der Bezeichnung ein satellitenbasiertes Personen-
rufsystem mit Standortibermittlung, wobei die Standortibermittlung blockierbar ist
(vgl. NK1, Titel).
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Laut Beschreibungseinleitung wird als bekannt vorausgesetzt, dass ein Funkruf-
netzwerk (,paging network®) Nachrichten an einen Teilnehmer weltweit aussenden
kann. Ebenfalls als bekannt vorausgesetzt wird, dass ein Teilnehmer vorausge-
wahlte Regionen (,global areas pre-selected by the subscriber) angeben kann, in
denen er fur ihn bestimmte Nachrichten empfangen mochte, vgl. NK1, Ab-
satz [0002].

Gemald Streitpatent (vgl. Abs. [0002]) bestehe ein Bedarf, dass ein Teilnehmer
beim Verlassen einer vorausgewdahlten Region gewarnt werde, und dass dem
Netzwerk die aktuelle Region, in der er sich tatsachlich aufhalt, mitgeteilt werde.
Voraussetzung dafur sei, dass der Rufempfanger oder Funkrufempfanger seine

(globale) Position bestimmen kdnne.

Die Kosten fur den Netzwerkbetreiber wirden sich beim Senden in ausgewahlte
Bereiche gegenlber dem weltweiten Aussenden von Nachrichten verringern (vgl.
Streitpatent, Sp. 1, Z. 55 bis Sp. 2, Z. 1). Dazu mussen dem Netzwerk aktuelle Po-
sitions- oder Standortdaten des Rufempféangers vorliegen, um gezielt Nachrichten

in die aktuelle Aufenthaltsregion des Rufempfangers zu senden.

Gemal Streitpatent kann es Falle geben, in denen der Teilnehmer (,subscriber®)
die Position oder den Standort des Rufempfangers an Rufer preisgeben méchte
und andere Falle, in denen er dieses blockieren mdchte (vgl. Streitpatent, Sp. 2,
Z. 3-8).

2. Zwar ist eine Aufgabe in der Patentschrift nicht explizit angegeben, jedoch ist
aus den Absatzen [0005] bis [0011] entnehmbar, dass das Streitpatent vor diesem
Hintergrund als Aufgabe sieht, die (globale) Position oder den Standort eines Ruf-

empfangers preiszugeben oder zu blockieren.
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3. Als mal3geblichen Fachmann legt der Senat einen Ingenieur der Nachrichten-
technik mit Kenntnissen auf dem Gebiet mobiler Kommunikationssysteme und ei-
nigen Jahren Berufserfahrung mit der Ubertragung von Daten und deren nutzer-

spezifische Verwaltung bei Pagern und Rufempfangern zugrunde.

4. Der Gegenstand des Patentanspruchs 1 geht sowohl in der erteilten Fassung
(Hauptantrag) als auch in den hilfsweise nach Hilfsantragen 1 [alt], 2 [alt] und 3 bis
9 (jeweils vom 22. Juli 2013) verteidigten Fassungen Uber den Inhalt der Patentan-
meldung in der Fassung hinaus, in der sie urspringlich beim Europaischen Pa-
tentamt eingereicht worden ist (Art. Il § 6 Abs. 1 Nr. 3 IntPatUG i. V. m. Art. 138
Abs. 1 Buchst. c) EPU). Nachdem durch die unzulassige Erweiterung an die Stelle
der angemeldeten Erfindung eine im patentrechtlichen Sinne ,andere” (Aliud) ge-
setzt wurde, kann die unzulassige Erweiterung durch die von der Beklagten zu
den jeweiligen Fassungen des Patentanspruchs 1 nach in der mundlichen Ver-
handlung Uberreichten Hilfsantrdgen 1 und 2 abgegebenen Beschrankungserkla-
rungen (Disclaimer) nicht beseitigt werden (BPatGE 49, 84 -103 — Sektionaltor-
blatt; EPA Entscheidung vom 2. Februar 1994 — G 1/93 — Beschrankendes Merk-

mal m. w. N.).

Dies gilt fur die jeweiligen Patentanspriiche 2 bis 6 entsprechend.
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Zum Hauptantrag

5. Mit dem erteilten Patentanspruch 1 wird ein Kommunikationssystem zum selek-
tiven Beschranken von Standortinformation beansprucht, das sich in folgende
Merkmale gliedern lasst (kursiv in verkleinerter Schrift die korrigierte deutsche
Ubersetzung gemaR MFG1, welche als DE 698 36 767 T4 am 5. Juli 2012 vom
DPMA verdéffentlicht worden ist; Gliederungszeichen MO bis M5 hinzugeflgt):

MO A communication system for selectively limiting access to the
location information of a pager or call receiver (8), compri-
sing:

Kommunikationssystem zum selektiven Beschranken von Zugang zu den

Standortinformationen eines Funkrufempféngers oder Rufempfén-

gers (8), umfassend:

M1 (i) a pager or call receiver (8) that is able to periodically com-
municate with satellite and/or earth based communication

means to establish its location within the system for a time;

() einen Funkrufempfanger oder Rufempfanger (8), der fahig ist, perio-
disch mit satelliten- und/oder erdbasierten Kommunikationsmitteln zu
kommunizieren, um seinen Standort innerhalb des Systems fiir eine Zeit

zu ermitteln;

M2 (i) callers accessing the system to receive the location of the

pager/call receiver within the system during said time;
(ii) Rufer, die auf das System zugreifen, um den Standort des Funkruf-
empfangers/Rufempféngers innerhalb des Systems wéahrend der Zeit zu

empfangen;



M3

M4
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(iif) means to provide the location of the pager/call receiver to
individual callers that have been authorized to receive the lo-
cation information of the pager/call receiver during said time;

(iii) Mittel zum Bereitstellen des Standorts des Funkrufempfangers/Ruf-
empfangers an individuelle Rufer, die autorisiert worden sind, die Stand-

ortinformationen des Funkrufempfangers/Rufempféangers wahrend der

Zeit zu empfangen;

(iv) means for activating or deactivating a location disclosure

feature for a pager/call receiver,

(iv) Mittel zum Aktivieren oder Deaktivieren eines Standortoffenlegungs-

merkmals flr einen Funkrufempfanger/Rufempfanger,

M4.1such a feature used to allow/deny access to the location in-

M5

formation of said pager/call receiver to said individual autho-

rized callers during said time;
wobei ein derartiges Merkmal verwendet wird, Zugang zu den Standortin-
formationen des Funkrufempféangers/Rufempfangers den individuellen

autorisierten Rufern wahrend der Zeit zu gewéahren/verweigern;

(v) the system able to use said location disclosure feature of
the pager/call receiver to allow access to the location infor-
mation of said pager/call receiver to one of said individual au-
thorized callers while also being able to use said location dis-
closure feature to deny access to another of said indivi-
dual_authorized callers during said time that the location of
the pager/call receiver is periodically established within the

system.

(v) wobei das System fahig ist, das Standortoffenlegungsmerkmal des
Funkrufempféngers/Rufempfangers zu verwenden, um wahrend der Zeit,
in der der Standort des Funkrufempféangers/Rufempfangers periodisch in-
nerhalb des Systems ermittelt wird, einem der individuellen autorisierten
Rufer Zugang zu den Standortinformationen des Funkrufempfangers/Ruf-
empfangers zu gewahren, wobei es auch fahig ist, das Standortoffenle-
gungsmerkmal zu verwenden, um einem weiteren der individuellen auto-

risierten Rufer den Zugang zu verweigern.
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6. Ausgehend von dem Fach- und Erfahrungswissen des zustandigen Fachmanns
(siehe ziffer 3.) legt der Senat der erteilten Anspruchsfassung und den darin ent-

haltenen Begriffen folgendes Verstandnis zugrunde:

Das beanspruchte Kommunikationssystem soll den Zugang zu Standortinformatio-
nen eines Funkrufempfangers oder eines Rufempfangers selektiv beschranken
(Merkmal MO).

Den beanspruchten Rufempfanger (,call receiver) im Kontext mit dem allgemei-
nen Kommunikationssystem (Merkmal M1) versteht der Fachmann als ein beliebi-
ges Empfangsgerat, welches Nachrichten fir einen Angerufenen empfangt, dazu

zéhlen auch Funkgerate sowie mobile Telefone.

Der Fachmann entnimmt dem Patentanspruch 1 ein Kommunikationssystem, wel-

ches funf Hauptkomponenten aufweist, namlich

e einen Funkrufempfanger (,pager) oder einen Rufempfanger
(,call receiver®), vgl. Merkmal M1,

e mehrere Anrufer, welche auf das Kommunikationssystem zu-
greifen, vgl. Merkmal M2,

e Mittel zum Bereitstellen einer Standortinformation des Funkruf-
empfangers oder Rufempfangers (M3),

e Mittel, um den Zugriff auf die Standortinformation ein- oder
auszuschalten (M4) und

e die Fahigkeit mit Mitteln des Merkmals M4, den Zugriff auf die
Standortinformation fiir einen Anrufer zuzulassen, wahrend

der Zugriff fir einen anderen Anrufer verweigert wird (M5).
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Der Fachmann impliziert, dass der Pager oder der Rufempfanger geeignet ist,
Nachrichten von Anrufern zu empfangen, die durch Satelliten, erdbasierte Kom-
munikationsmittel oder beides Ubertragen werden. Entsprechend dem Merk-
mal M1 ermitteln der Funkrufempfanger oder der Rufempfanger den eigenen
Standort ("to establish its location") durch regelmafRige Kommunikation mit den
Satelliten oder den erdbasierten Kommunikationsmitteln (oder beiden). Die Be-
schreibung nennt zur Positionsbestimmung beispielsweise GPS (Global Positio-
ning System), vgl. Streitpatentschrift, Abs. [0020]. Das beanspruchte Merkmal M1
umfasst nach Auffassung des Senats aber auch die Positionsbestimmung mit Hilfe
erdgebundener Sendegerate (z. B. Funkmasten, WLAN-Router).

Das Merkmal M2 versteht der Fachmann im Kontext mit dem Merkmal M3 dahin-
gehend, dass Anrufer Zugang zum System haben um eine Standortinformation
anfragen (=Standortanfrage) zu konnen.

Dem Merkmal M3 entnimmt der Fachmann, dass einzelne Anrufer autorisiert sind,
um die Standortinformation zu empfangen, welche von Mitteln des Kommunika-

tionssystems bereitgestellt wird.

Nicht spezifiziert ist, wo die Mittel zum Bereitstellen lokalisiert sind, und wie die er-
mittelte Standortinformation an die Mittel zum Bereitstellen Gbermittelt wird. Das
Ausfuhrungsbeispiel beschreibt einen Two-Way-Pager (vgl. NK1, Fig. 2 mit Be-
schreibung) und alternativ eine Festnetztelefonverbindung, tber die der Angerufe-
ne seine Standortdaten an das Netzwerk mitteilen kann (vgl. NK1, Sp. 9, Z. 25-
27). Dem Fachmann ist im Kontext mit Funkrufempfangern (,pager®), die Ubermitt-
lung mittels Festnetztelefon durch Wahlen einer spezifischen Telefonnummer
(auch Uber Netzwerkcomputer mit bekanntem Standort) als allgemein utblich be-

kannt.
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Das ,location disclosure feature® (dt. Standortoffenlegungsmerkmal) des Merk-
mals M4 wird nach Auffassung des Senats mit den Merkmalen M4.1 und M5 defi-
niert, als ein Merkmal (,feature®), das den Zugriff auf die Standortinformation des
Funkrufempfangers (,pager) oder Rufempfangers (,call receiver®) ein- oder aus-
schalten kann (,allow/deny access®). Das Ein- oder Ausschalten soll nach Merk-
mal M3 fur autorisierte Rufer erfolgen. Gemal? Merkmal M5 soll das System mit-
tels des Standortoffenlegungsmerkmals den Zugriff auf die Standortinformation
(des Rufempfangers) fur einen (autorisierten) Anrufer erlauben und fur einen an-
deren (autorisierten) Anrufer verweigern (,[...] to allow access to the location infor-
mation [...] to one of said individual _authorized callers while also being able [...] to

deny access to another of said individual autorized callers [...]").

Das beanspruchte ,location disclosure feature” des Merkmals M4 kann somit in
Verbindung mit Merkmal M5 nur als ein individuelles, ruferspezifisches Erlauben

oder Verweigern der Standortinformation ausgelegt werden.

7. Die ursprunglichen Anmeldeunterlagen weisen den Begriff ,location disclosure
feature” (dt. Standortoffenlegungsmerkmal) nicht auf. Stattdessen entnimmt der
Fachmann aus den urspringlichen am Anmeldetag eingereichten Unterla-
gen (NK6) hinsichtlich eines Positionsoffenlegungsmerkmals (,positioning disclo-

sure feature®) Folgendes eindeutig und unmittelbar:
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Das Positionsoffenlegungsmerkmal (,positioning disclosure feature®) wird in der
ursprunglichen Anmeldung an insgesamt sechs Textstellen der Beschreibung (vgl.
NK®6, die beiden Absatze von Seite 5, Zeile 25 bis Seite 6, Zeile 22; vgl. NK6, Sei-
te 11, Zeile 6) und einmal im urspriinglichen Patentanspruch 11 verwendet. Der
Fachmann entnimmt daraus folgende Eigenschaften fur das Positionsoffenle-

gungsmerkmal:

1. Das Positionsoffenlegungsmerkmal ist in einer Datenbank hin-
terlegt und spezifisch fur einen ,call receiver” oder ,pager”
(vgl. NK6, Seite 5, Zeilen 26 bis 28, ,[...] if the positioning dis-
closure feature for that call receiver or pager has not been
blocked by the subscriber.”).

2. Es kann deaktiviert werden mit der Folge, dass die Positions-
information nicht preisgegeben wird (vgl. NK6, Seite 6, Zei-
len 4 bis 5). Dort heidt es: ,blocked for any call“, was nach
Auffassung des Senats nur bedeuten kann, dass es fiur alle
Anrufe blockiert ist.

3. Es kann aktiviert sein mit der Folge, dass die Koordinaten des
Rufempfangers (,call receivers®) aus der Kontrollstation (,con-
trol station“) abgerufen und versendet werden (vgl. NK6, Sei-
te 6, Zeilen 7 bis 8).

4. Es kann durch den Teilnehmer zu jeder Zeit vom Rufempfan-
ger (,call receiver®) oder jedem geeigneten terrestischen End-
gerat (,any relevant terrestrial communication device®) aus ak-
tiviert oder deaktiviert werden (vgl. NK6, Seite 11, Zeilen 5 bis
6).

Die beiden anderen Textstellen (vgl. NK6, Seite 6, Zeilen 17 und 19) beschreiben,
wie die Bodenkontrollstation (,control station“) auf eine Nachricht (,message®) - mit
Standortanfrage, vgl. NK6, Seite 6, Zeile 12 - reagiert, wenn das Positionsoffenle-
gungsmerkmal (,position disclosure feature®) deaktiviert (,blocked®) oder aktiviert

(»active®) ist.
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Aus dem urspringlichen Patentanspruch 11 entnimmt der Fachmann, dass das
Positionsoffenlegungsmerkmal (,position diclosure feature®) aktiviert oder deakti-
viert werden kann, indem eine spezifische Information an das Netzwerk gesendet
wird. Nach Auffassung des Senats geht dies nicht Gber das hinaus, was der Fach-

mann aus der Beschreibung, Seite 11, Zeilen 5 bis 7, entnimmt.

In der Zusammenschau lasst dies nach Auffassung des Senats nur die Auslegung
zu, dass einem Rufempfanger (,call receiver®) genau ein Positionsoffenlegungs-
merkmal (,position diclosure feature®) zugeordnet ist und dass dieses genau einen
von zwei Zustanden einnehmen kann, entweder aktiviert oder deaktiviert. Das Po-
sitionsoffenlegungsmerkmal wirkt nach Auffassung des Senats in der Art eines
Hauptschalters, der die Preisgabe der aktuellen Position des Rufempfangers (,call
receiver) grundsatzlich zulasst oder unterbindet, selbst dann, wenn in einer

Standortanfrage ein Kode (,position diclosure code®) detektiert worden ist.

In der mundlichen Verhandlung vertritt die Beklagte die Auffassung, dass mit dem
Merkmal M5 mehrere Standortoffenlegungsmerkmale beansprucht waren, wobei
einige aktiviert waren und andere deaktiviert waren, so dass der Zugriff auf die
Standortinformation fur Anrufer mit aktiviertem Standortoffenlegungsmerkmal er-
laubt wirde und fur Anrufer mit deaktiviertem Standortoffenlegungsmerkmal ver-
weigert wirde. Nach Uberzeugung des Senats ist diese Interpretation weder aus
der Patentschrift noch aus den urspriinglich eingereichten Unterlagen entnehm-

bar.

Dass die Interpretation der Beklagten, wonach fir jeden Anruf ein ruferspezifi-
sches, individuell gesetztes Standortoffenlegungsmerkmal abgefragt wirde, nicht
greifen kann, geht auch aus NK6, Seite 5, Zeile 34 bis Seite 6, Zeile 2 hervor.
Denn in einer Notfallsituation (,emergency circumstance®) wird die Positionsinfor-
mation offengelegt, indem die Benutzereinstellung vom Netzwerk Utberschrieben
wird. Auch dies schliel3t nach Auffassung des Senats, ein ruferspezifisches Stand-
ortoffenlegungsmerkmal aus, da nur das eine Positionsoffenlegungsmerkmal des

Funkrufempfangers oder des Rufempfangers tberschrieben wird.
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Die Beklagte weist in der mundlichen Verhandlung auf den zweiten Teil des ur-
sprunglichen Patentanspruchs 11 hin, wonach das Netzwerk das Blockieren des
Aufenthaltsorts (,global location®) des Rufempfangers fur keinen, bestimmte oder
alle Nutzer einschalten kann (,that will enable the blocking, of none, certain or all
users to the global location of the call receiver). Nach Auffassung des Senats be-
zieht sich dies jedoch weder auf das Standortoffenlegungsmerkmal noch das Posi-
tionsoffenlegungsmerkmal, sondern auf das Netzwerk. Denn unter Nutzer (,user®)
wird in den urspringlich eingereichten Anmeldeunterlagen durchgangig der Teil-
nehmer verstanden, in dessen Besitz sich der Rufempfanger (,call receiver®) befin-
det (vgl. hierzu Seite 1, Zeilen 26 bis 27: ,[...] user or subscriber in possession of
the call receiver [...]*; vgl. Seite 11, Zeilen 12 bis 16), im Unterschied zum Anrufer
(caller), der die Positionsdaten anfragt. Dieses Teilmerkmal offenbart, dass jedem
Rufempfanger ein eigenes Positionsoffenlegungsmerkmal zugeordnet ist, wodurch
jeder Teilnehmer fur seinen Rufempfanger entscheiden kann, ob er das Positions-

offenlegungsmerkmal setzt oder nicht.

Somit ergibt sich nach Auffassung des Senats ein erster Zustand, bei dem nie-
mand die Positionsinformation erhalt, genau dann, wenn das Positionsoffenle-
gungsmerkmal deaktiv ist, und der zweite Zustand, bei dem jeder Anruf, bei dem
der Kode detektiert wird, die Positionsinformation erhalt, genau dann, wenn das
Positionsoffenlegungsmerkmal aktiv ist. Ein dritter Zustand kann durch das Posi-

tionsoffenlegungsmerkmal nicht geschaltet werden.

Insbesondere kann das Positionsoffenlegungsmerkmal nicht dazu genutzt werden,
einzelnen Anrufern die Standortinformation zu geben und anderen einzelnen Anru-

fern die Standortinformation zu verweigern.

8. Der Gegenstand des erteilten Patentanspruchs 1 mit dem ruferspezifischen
Standortoffenlegungsmerkmal ist also in der urspringlichen Anmeldung nicht als
zur Erfindung zugehdrig offenbart und geht Gber den Inhalt der urspringlichen An-
meldung hinaus. Somit liegt der Nichtigkeitsgrund nach Art. Il 8 6 Abs. 1 Nr. 3
IntPatUG i. V. m. Art. 138 Abs. 1 Buchst. ¢) EPU vor.
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Selbst wenn der Fachmann zwischen ,position“ und ,location® keinen technischen
Unterschied sahe, wie die Beklagte schriftsatzlich darlegt (vgl. Replik vom
4. Mai 2012, Rdn. 41), und was die Klagerin bestreitet, so bestehen doch grundle-
gende technische Unterschiede zwischen dem, was als Positionsoffenlegungs-
merkmal ursprunglich offenbart war und dem Standortoffenlegungsmerkmal ge-
mafl M4 bis M5 erteilter Fassung, die Uber die reinen Begrifflichkeiten hinausge-

hen.

Das individuell, ruferspezifische Standortoffenlegungsmerkmal des erteilten Pa-
tentgegenstands (siehe Ziffer 6.) ist ein anderes als das nach Art eines Haupt-
schalters wirkende Positionsoffenlegungsmerkmal des urspriinglichen Anmeldege-
genstands (siehe Ziffer 7.). Der Patentgegenstand betrifft somit nicht nur eine rei-
ne Erweiterung im Sinne einer unzulassigen Verallgemeinerung, sondern eine
zum urspriunglich Offenbarten disjunkte technische Lehre. Damit stellt der Patent-
gegenstand gegeniber dem Anmeldegegenstand im Sinne der Rechtsprechung

ein Aliud dar, dem zugleich die Offenbarung in den Anmeldeunterlagen fehlt.

Daruiber hinaus geht der erteilte Patentanspruch 1 auch in folgenden Merkmalen

Uber den Inhalt der urspringlichen Anmeldung hinaus:

e Der urspringlich offenbarte Gegenstand betrifft ein satelliten-
basiertes Personenrufsystem (,satellite paging communication
system®; NK6), wahrend der erteilte Gegenstand auch andere
Kommunikationssysteme umfasst (z. B. rein terrestische Mobil-
funknetze);

e der urspringlich offenbarte Gegenstand weist Bodenkontroll-
stationen (,ground control stations®) als Teil des urspringlich
offenbarten Personenrufsystems auf, um Informationen des
Personenrufsystems zu verarbeiten und Aktionen zu steuern
(vgl. NK6), wahrend der erteilte Gegenstand auch Netzwerke

betrifft, die keine Bodenkontrollstationen aufweisen;
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e der urspringliche offenbarte Gegenstand weist autorisierte An-
fragen auf (vgl. NK6, S. 5 Z. 30-32), wahrend der erteilte Ge-
genstand individuelle, autorisierte Anrufer betrifft.

Der erteilte Patentanspruch umfasst ein Kommunikationssystem, welches weder
einen Satelliten noch ein Paging-Netzwerk mit Bodenkontrollstation bendtigt. Zwar
umfasst der erteilte Patentanspruch auch eine Alternative, bei der ein ,pager” ver-
wendet wird (vgl. erste ,oder“-Alternative des Merkmals M1) und bei dem ein Sa-
tellit zur Ortbestimmung verwendet wird (vgl. zweite ,oder“-Alternative des Merk-
mals M1), jedoch ware eine Auslegung allein auf diesen mitbeanspruchten Fall un-
ter dem Wortlaut des Patentanspruch nach standiger hdchstrichterlicher Recht-
sprechung nicht zulassig, wonach die Prifung der Patentfahigkeit regelmafiig eine
Auslegung des Patentanspruchs erfordere, bei der dessen Sinngehalt in seiner
Gesamtheit und der Beitrag, den die einzelnen Merkmale zum Leistungsergebnis
der Erfindung liefern, zu bestimmen seien. Dem Patentanspruch durfe dabei nicht
deshalb ein bestimmter Sinngehalt beigelegt werden, weil sein Gegenstand an-
dernfalls gegeniber den Ursprungsunterlagen unzulassig erweitert ware (BGH,
Urteil vom 17. Juli 2012 — X ZR 117/11 - Polymerschaum).

Der Senat erkennt in dem Wortlaut des erteilten Patentanspruchs 1 keine Be-
schrankung auf das urspringlich offenbarte ,satellite paging communication sys-
tem®, welches zumindest einen Satelliten und ein Paging-Netzwerk aufweist, son-
dern eine Erweitung auf ein Kommunikationssystem allgemeiner Art, das nicht auf

Personenrufssysteme beschrankt ist.

9. Mit dem erteilten Patentanspruch 5 wird ein Kommunikationssystem zum selek-
tiven Beschranken von Standortinformation vorgeschlagen, dessen Merkmale (i) —

(v) in ihrem Sinngehalt den Merkmalen M1 — M5 des Anspruchs 1 entsprechen.
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Der Gegenstand des erteilten Patentanspruchs 5 mit dem ruferspezifischen Stand-
ortoffenlegungsmerkmal ist deshalb aus den in Ziffer 7 genannten Grinden in
der urspringlichen Anmeldung nicht als zur Erfindung zugehdrig offenbart und
geht Uber den Inhalt der urspriinglichen Anmeldung hinaus. Somit liegt der Nich-
tigkeitsgrund nach Art. 1l §6 Abs.1 Nr.3 IntPatUG i.V.m. Art. 138 Abs. 1
Buchst. c) EPU vor.

Das individuelle, ruferspezifische Standortoffenlegungsmerkmal des erteilten Pa-
tentanspruchs 5 ist ein anderes als das nach Art eines Hauptschalters wirkende
Positionsoffenlegungsmerkmal des urspringlichen Anmeldegegenstands (siehe
Ziffer 7.). Der Gegenstand des Patentanspruchs 5 betrifft somit nicht nur eine rei-
ne Erweiterung im Sinne einer unzulassigen Verallgemeinerung, sondern eine
zum ursprunglich Offenbarten disjunkte technische Lehre. Damit stellt der Patent-
gegenstand gegeniber dem Anmeldegegenstand im Sinne der Rechtsprechung

ein Aliud dar, dem zugleich die Offenbarung in den Anmeldeunterlagen fehlt.

10. Die Gegenstande der Unteranspriiche 2 bis 4 und 6, die direkt auf den Patent-
anspruch 1 bzw. Patentanspruch 5 riickbezogen sind weisen ebenfalls im direkten
Ruckbezug das Standortoffenlegungsmerkmal entsprechend den Merkmalen M4
bis M5 bzw. (iv) bis (v) des Patentanspruchs 5 auf und gehen daher ebenfalls Uber
den Inhalt der ursprunglichen Anmeldung hinaus. Auch fir die Unteranspriiche 2
bis 4 und 6 liegt somit der Nichtigkeitsgrund nach Art. Il § 6 Abs. 1 Nr. 3 IntPatUG
i. V. m. Art. 138 Abs. 1 Buchst. c) EPU vor.
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Zum Hilfsantrag 1:

11. Die Patentanspriche 1 und 5 des Hilfsantrags 1 lassen sich wie folgt gliedern,
wobei gegeniber den erteilten Patentanspriichen 1 und 5 hinzugefligte Merkmale
durch Unterstreichung hervorgehoben wurden und sachlich identische Merkmale
identische Gliederungszeichen haben:

MOh: 1. A paging communication system for selectively limiting
access to the location information of a pager or call recei-
ver (8), comprising:

M1 a pager or call receiver (8) that is able to periodically com-
municate with satellite and/or earth based communication
means to establish its location within the system for a
time;

M2 (ii) callers accessing the system to receive the location of

the pager/call receiver within the system during said time;

M3n1  (iii) means to authorize a caller by detecting a location dis-
closure code in a request submitted by the caller when ac-

cessing the system:;

M3 (iv) means to provide the location of the pager/call receiver
to individual callers that have been authorized to receive
the location information of the pager/call receiver during
said time;

M4 (v) means for activating or deactivating a location disclosu-
re feature for a pager/call receiver,

M4.1 such a feature used to allow/deny access to the location
information of said pager/call receiver to said individual
authorized callers during said time;

M5 (vi) the system able to use said location disclosure feature
of the pager/call receiver to allow access to the location in-
formation of said pager/call receiver to one of said indivi-
dual authorized callers while also being able to use said
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location disclosure feature to deny access to another of
said individual_authorized callers during said time that the
location of the pager/call receiver is periodically esta-

blished within the system.

5. A method for selectively limiting access to the location
information of a pager or call receiver (8) in a paging com-
munication system, comprising:

(i) periodically communicating with satellite and/or earth
based communication means to establish the location of a
pager or call receiver (8) within the system for a time;

(ii) giving callers access to the system to be able to recei-
ve the location of the pager/call receiver within the system
during said time;

(i) authorizing a caller by detecting a location diclosure

code in a request submitted by the caller when accessing

the system;
(iv) providing the location of the pager or call receiver to

individual callers that have been authorized to receive the
location of the pager/call receiver during said time;

(v) specifying location disclosure feature for said pager/call
receiver to the system,

such a feature used to allow/deny access to the location
information of said pager/call receiver to said individual

authorized_callers during said time;
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(vi) using said location disclosure feature of the pager or
call receiver (8) to allow access to the location information
of said pager or call receiver (8) to one of said individual
authorized callers while also being able to use said loca-
tion disclosure feature to deny access to another of said
individual_authorized callers during said time that the loca-
tion of the pager or call receiver (8) is periodically esta-

blished within the system.

The feature “the system able to use said location disclosu-

re feature of the pager/call receiver to allow access to the

location information of said pager/call receiver to one of

said individual authorized callers while also being able to

use said location disclosure feature to deny access to ano-

ther of said individual authorized callers during said time

that the location of the pager/call receiver is periodically

established within the system” of claim 1, and

the feature “using said location disclosure feature of the

pager or call receiver (8) to allow access to the location in-

formation of said pager or call receiver (8) to one of said

individual authorized callers while also being able to use

said location disclosure feature to deny access to another

of said individual authorized callers during said time that

the location of the pager or call receiver (8) is periodically

established within the system” of claim 5

are inadmissibly amended and no rights can be derived

from these features.
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In der mundlichen Verhandlung vertritt die Klagerin die Auffassung, dass sich die
Gegenstande des jeweiligen Patentanspruchs 1 gemald Streitpatent und Hilfsan-
trag 1 gegenseitig ausschlieen wirden und mit dem Disclaimer zu Merkmal M5

nicht eine Konkretisierung, sondern ein Aliud entstanden sei.

Die Beklagte tritt dem entgegen mit der Auffassung, dass das Merkmal M5 eine
Vielzahl an Standortoffenlegungsmerkmalen (,location disclosure feature®) bean-
spruche, und daher das eine Standortoffenlegungsmerkmal des Merkmals M4 ei-
ne Einschrankung bedeute. Der Senat kann eine Vielzahl von Standortoffenle-
gungsmerkmalen weder aus dem Merkmal M5 noch aus der Beschreibung ent-
nehmen, vielmehr weist ein Funkrufempfanger (,pager“) oder Rufempfanger (,call
receiver‘) genau ein Standortoffenlegungsmerkmal bzw. Positionsoffenlegungs-

merkmal auf (siehe auch Ziffer 7.).

Durch den Disclaimer Dis1l und Dis5, der dem beanspruchten Gegenstand das
Merkmal M5 und somit das ruferspezifische Standortoffenlegungsmerkmal nimmt,
entsteht ein anderer Gegenstand (,aliud“), der den erteilten Gegenstand nicht be-
schrankt, sondern einen ganzlich anderen Inhalt hat. Das Standortoffenlegungs-
merkmal des Patentanspruchs 1 nach Hilfsantrag 1 betrifft nunmehr ein Erlauben
oder Verweigern fur einzeln autorisierten Anrufer, wobei diese durch einen Kode
(hinzugefliigtes Merkmal M3y;) autorisiert sein sollen. Dieses Standortoffenle-
gungsmerkmal bietet nach Erkenntnis des Senats, einen ersten Zustand, bei dem
niemand (auch nicht die autorisierten Anrufer) die Standortinformation erhélt, ge-
nau dann, wenn das Standortoffenlegungsmerkmal deaktiv ist, und einen zweiten
Zustand, bei dem jeder Anruf, bei dem der Kode detektiert wird (was gemal Merk-
mal M3y, autorisierte Anrufer betrifft), die Standortinformation erhéalt, genau dann,
wenn das Standortoffenlegungsmerkmal aktiv ist. Ein dritter Zustand kann durch
dieses Standortoffenlegungsmerkmal nicht geschaltet werden. Im Kontext mit
Merkmal M4 gibt es dieses Standortoffenlegungsmerkmal genau einmal flir einen
Funkrufempfanger (,pager) oder Rufempfanger (,call receiver). Nach Art eines

Hauptschalters wird damit der Zugriff auf die Standortinformation fur alle Anrufer
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gesperrt oder entsprechend etwaiger weiterer Bedingungen (Kode und Standort-

anfrage) freigegeben.

Bei dem Standortoffenlegungsmerkmal gemaR erteiltem Patentanspruch 1 und bei
dem Standortoffenlegungsmerkmal gemaf Hilfsantrag 1 handelt es sich um zwei
disjunkte technische Lehren.

Ein solches Standortoffenlegungsmerkmal kann nicht als Konkretisierung des ru-
ferspezifischen Standortoffenlegungsmerkmals des erteilten Patentanspruchs 1
verstanden werden und kann diesen daher auch nicht einschréanken. Der Patent-
anspruch des Hilfsantrags 1 beansprucht also einen anderen Gegenstand (,aliud®)
als der erteilte Patentanspruch und lasst sich nicht als konkretisierter Fall des Ge-

genstandes des erteilten Patentanspruchs 1 verstehen.

Der Hilfsantrag 1 ist trotz des Disclaimers zur Selbstbeschrankung des Streitpa-
tents nicht zulassig, da damit der Schutzbereich des Patents entgegen der Bestim-
mung nach Art. 123 Abs. 3 EPU erweitert wiirde.

Im gleichen Sinn hat der 2. Senat des Bundespatentgerichts entschieden, dass
der Nichtigkeitsgrund der unzuldssigen Erweiterung des Patentgegenstands ge-
geniiber der urspriinglichen Anmeldung (Art. 138 Abs. 1 lit. ¢ EPU, 8§ 21 Abs. 1
Nr. 4, 22 PatG) - wenn dadurch an die Stelle der angemeldeten Erfindung eine im
patentrechtlichen Sinne ,andere” gesetzt wurde - weder durch eine (Wieder-) Auf-
nahme eines lediglich in den Anmeldungsunterlagen enthaltenen Merkmals in die
Anspruchsfassung noch durch einen sogenannten Disclaimer beseitigt werden
kann (vgl. Leitsatz 1 zu Sektionaltorblatt in BPatGE 49, 84-103).

Gleiches ergibt sich in analoger Weise fiur den Gegenstand des Patentan-

spruchs 5 nach Hilfsantrag 1.


http://www.juris.de/jportal/portal/t/2gqo/page/jurisw.psml?pid=Dokumentanzeige&showdoccase=1&js_peid=Trefferliste&documentnumber=1&numberofresults=1&fromdoctodoc=yes&doc.id=BJNR201170936BJNE003901301&doc.part=S&doc.price=0.0#focuspoint
http://www.juris.de/jportal/portal/t/2gqo/page/jurisw.psml?pid=Dokumentanzeige&showdoccase=1&js_peid=Trefferliste&documentnumber=1&numberofresults=1&fromdoctodoc=yes&doc.id=BJNR201170936BJNE004001377&doc.part=S&doc.price=0.0#focuspoint
http://www.juris.de/jportal/portal/t/2gqh/page/jurisw.psml?doc.hl=1&doc.id=MPRE131910964&documentnumber=1&numberofresults=1&showdoccase=1&doc.part=K&paramfromHL=true#HLT
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12. Zwar war nicht mehr entscheidungserheblich, ob die geanderten Merkma-
le MO und M3;; des Patentanspruchs 1 bzw. NOp; und N3,; des Patentan-
spruch 5 tber den Inhalt der urspringlichen Anmeldung hinaus gingen, jedoch
nahm diese Frage im mundlichen Vortrag der Parteien einigen Raum ein. Der Se-
nat ist aber zu der Uberzeugung gelangt, dass der Gegenstand des Patentan-
spruchs 1 bzw. des Patentanspruchs 5 nach Hilfsantrag 1 nicht mit der urspring-

lich eingereichten Anmeldung offenbart war, und zwar aus folgenden Griunden:

Das geanderte Merkmal MOy, (in analoger Weise das Merkmal NO1) beschrankt
durch die Aufnahme des Begriffs ,paging“ das allgemeine Kommunikationssystem
des erteilten Patentanspruch auf ein Personenrufsystem (,paging communication
system®). Ein Personenrufsystem ist in dieser Allgemeinheit — ohne Beschrankung
auf ein Satellitenkommunikationssystem - fir den Fachmann aus den urspringli-
chen Anmeldeunterlagen nicht unmittelbar mitlesbar. Daher geht der Patentan-
spruch 1 (analog Patentanspruch 5) Uber den Inhalt der urspringlichen Anmel-

dung hinaus.

Das hinzugefugte Merkmal M3y, (in analoger Weise das Merkmal N3p,) ist fir den
Fachmann aus den urspringlichen Anmeldeunterlagen so nicht entnehmbar. Zur
Autorisierung findet sich nur ein Hinweis in den urspringlichen Anmeldeunterla-
gen, jedoch im Kontext mit der Standortanfrage (,request®), vgl. NK6, S. 5, Z. 30-
32. Der Fachmann entnimmt dem, dass die Autorisierung abh&ngig von einer An-
frage ist, die einen Kode (,special code®; ,positioning disclosure code®) enthalten

muss. Es wird also die Anfrage auf Autorisierung tberprift und nicht der Anrufer.

Zum Hilfsantraqg 2:

13. Die Patentansprtiche 1 und 5 des Hilfsantrags 2 unterscheiden sich von denen
des Hilfsantrags 1 nur durch die Beschrankung auf Satelliten — Pagingsysteme
(Satellite paging systems). Fur sie gilt die Beurteilung der Ansprtiche nach Hilfsan-

trag 1.
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Zu den Hilfsantragen 1[alt], 2[alt] und 3 bis 9 (jeweils vom 22. Juli 2013):

14. Der jeweilige Patentanspruch 1 nach den Hilfsantradgen 1[alt], 2[alt] und 3 bis 9
beansprucht jeweils ein ruferspezifisches Standortoffenlegungsmerkmal. Der je-
weilige Patentanspruch 1 weist das im Folgenden als M4,,s gekennzeichnete

Merkmal

.,means for activating or deactivating a positioning disclosure fea-
ture for a pager/call receiver [...*], such a feature used to al-
low/deny access to the global position information of said pa-
ger/call receiver to said [individual] authorized callers during said

time;“

auf, wobei gemal} den Hilfsantragen 2[alt] und 3 bis 9 der Begriff ,individual® ge-
strichen wurde und gemaR Hilfsantrag 9 an der mit [...*] bezeichneten Stelle das
Teilmerkmal ,by transmitting specific information to the system® hinzugefigt wur-
de.

Der jeweilige Patentanspruch 1 weist das im Folgenden als M5;,,s gekennzeichne-

te Merkmal

.the system [...*] able to use said positioning disclosure feature of
the pager/call receiver to allow access to the global position infor-
mation of said pager/call receiver to one of said [individual] autho-
rized callers while also being able to use said positioning disclosu-
re feature to deny access to another of said [individual] authorized
callers during said time that the global position of the pager/call re-

ceiver is periodically established within the system [...].°
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auf, wobei gemal3 den Hilfsantrdgen 2[alt] und 3 bis 9 der Begriff ,individual® ge-
strichen wurde und gemal Hilfsantrag 9 an der mit [...*] bezeichneten Stelle das

Teilmerkmal ,system® durch ,control station being“ ersetzt wurde.

Die Merkmale M4,,s und M5 ys unterscheiden sich von dem Standortoffenle-
gungsmerkmal des erteilten Patentanspruchs 1 dadurch, dass ein ,positioning dis-
closure feature” statt eines ,location disclosure feature® beansprucht wird, welches
nun den Zugriff auf die ,global position information“ anstelle der ,location informa-
tion“ (Standortinformation) erlaubt oder verweigert. Diese Anderungen spielen fir
die Beurteilung der Anspriche hinsichtlich der Frage der unzulassigen Erweite-
rung, wie sie unter Ziffern 7. und 8. erértert wurde, keine Rolle, so dass die dortige

Beurteilung auch fir die Hilfsantrage 1[alt], 2[alt] und 3 bis 9 gilt.

Somit gehen die Gegenstdnde in den hilfsweise verteidigten Fassungen nach
Hilfsantrag 1[alt], 2[alt] und 3 bis 9 Uber den Inhalt der urspriinglichen Anmeldung
hinaus. Die Hilfsantrage 1[alt], 2[alt] und 3 bis 9 sind daher zur Selbstbeschran-
kung unzulassig (Art. 123 Abs. 2 und 3 EPU).

15. Zum weiteren Vorbringen der Parteien, welches wegen oben ausgefiihrter
Sachlage nicht mehr entscheidungserheblich war, wird ergdnzend zum gerichtli-

chen Hinweis Folgendes ausgefihrt:

Die Beklagte fuhrte in der mundlichen Verhandlung in Einzelheiten aus, insbeson-
dere anhand der NK6, Figur 3 mit zugehdriger Beschreibung, dass ein zweistufi-

ges Verfahren beansprucht und ursprtinglich offenbart sei.

Die Beklagte sieht in der oberen Raute der Figur 3 einen ersten Verfahrensschritt
und in der unteren Raute der Figur 3 einen zweiten Verfahrensschritt, wobei sie

der oberen Raute die Standortanfrage und die Detektion des Kodes zuordnet.

Der Senat erkennt, dass drei Bedingungen erflllt sein mussen, damit die Standort-
information offengelegt wird.
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Der Anrufer muss erstens eine Standortanfrage stellen (vgl. obere Raute der Fi-
gur 3; vgl. NK6, Seite 6, Zeilen 11 bis 12: ,[...] checks if the message includes a
request for the call receiver’s global position.) und zweitens muss ein Kode detek-
tiert werden (vgl. Seite 6, Zeilen 13 bis 14: ,If [...] position is required and the posi-

tioning diclosure code ist detected, [...]). Schlie3lich muss drittens das Standortof-

fenlegungsmerkmal aktiviert sein (vgl. Seite 6, Zeilen 5 bis 7 und Figur 3, untere
Raute). Nach Auffassung des Senats wird nur in der unteren Raute der Figur 3 ab-

gefragt, ob die Standortinformation offengelegt wird (Seite 6, Zeile 17-23).

Nach Uberzeugung des Senats handelt es sich hier um die Abfrage von insgesamt
drei Bedingungen in der Kontrollstation (,control station), wobei nur eine Abfrage
das Standortoffenlegungsmerkmal betrifft. Ein zweistufiges Verfahren als solches

sieht der Senat daher nach wie vor nicht.

16. Inwieweit die weiteren von der Klagerin geltend gemachten Angriffsmittel
ebenfalls zur Nichtigkeit fuhren wirden, kann dahinstehen, nachdem das Patent
schon wegen des Vorliegens des Nichtigkeitsgrundes gemafld Art. Il 8 6 Abs. 1
Nr. 3 IntPatUG i. V. m. Art. 138 Abs. 1 Buchst. ¢) EPU fir nichtig zu erklaren war.

17. Die Kostenentscheidung beruht auf § 84 Abs. 2 PatG i. V. m. § 91 Abs. 1 ZPO,
die Entscheidung uber die vorlaufige Vollstreckbarkeit auf 8 99 Abs.1 PatG
I.V.m. 8 709 ZPO.

Schmidt Voit Dr. Scholz J. Miller Bieringer
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